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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
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8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 - 20, drawn to a guide wire, classified in class 600, subclass 585. 

II. Claims 21 - 23, drawn to a method of using a guide wire, classified in class 604, 
subclass 164.13. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The inventions are 
distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case, the apparatus as claimed 
can be delivered by itself into a body without being introduced into a channel of a medical device. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

5. During a telephone conversation with Gerry Gressel on 2/2/06 a provisional election was 
made with traverse to prosecute the invention of Invention I, claims 1 - 20. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 21 - 23 are withdrawn 
from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 
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6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currendy 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.1 7(i). 

Information Disclosure Statement 
The information disclosure statement filed 3/29/05 complies with the provisions of 37 CFR 
1.97, 1.98 and MPEP § 609. It has been placed in the application file, and the information referred 
to therein has been considered by the examiner as to the merits. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1 - 3, 5 - 8, 12, 13 and 15 - 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent No. 5,725,534 to Rasmussen. 

In regards to claims 1 - 3, 5 - 8, 12, 13 and 15-20, Rasmussen discloses a guide wire 
structure (Figure 5) including a first segment (5) of a generally constant diameter; a second segment 
of generally constant diameter (13); a third segment (15) having a bending moment of inertia less 
than a bending moment of inertia of the first a segment and the second segment and a generally 
constant diameter (Col. 8, line 50) less than that of the first and second segment diameters; a tapered 
segment (16, 17) of decreasing diameter extending from the first segment to the third segment; and a 
tapered segment of decreasing diameter extending from the second segment to the third segment. 
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At least one of the first, second, and third segments has a circular cross-section. Rasmussen 
discloses forming the wire of nitinol (Col. 6, line 66). Rasmussen discloses a visual indicator 
including a marking associated with one of the segments (Col. 9, line 41). The combined length of 
the first segment, the second segment, and the third segment is between about 7 feet and about 25 
feet (Col. 6, line 66). The first segment has a length of at least about 6 feet and a generally circular 
cross-section having a diameter of between about 0.011 inch to about 0.035 inch (Col. 7, line 2). 
Rasmussen discloses the third segment having a diameter of between about 0.005 inch and about 
0.010 inch (Col. 7, line 51). In use the third segment is bent while advancing within a patient and 
provides an elastic hinge. 

9. Claims 1 - 4, 6 - 13, 15 and 18 - 20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent No. 5,87,279 to Viera. 

In regards to claims 1 - 4, 6 - 13, 15 and 18-20, Viera discloses a guide wire structure 
including a first segment (40, 52, 62) of a generally constant diameter; a second segment (65) of 
generally constant diameter (Col. 4, lines 20 - 21); a third segment (64) having a bending moment of 
inertia less than a bending moment of inertia of the first a segment and the second segment and a 
generally constant diameter less than that of the first and second segment diameters; a tapered 
segment of decreasing diameter extending from the first segment to the third segment (Col. 3, lines 
52 - 53); and a tapered segment of decreasing diameter extending from the second segment to the 
third segment (Col. 4, lines 20 - 21). Viera discloses at least one of the first, second, and third 
segments having a circular cross-section (Col. 4, line 20) or a non-circular cross-section (Col. 4, lines 
4 _ 9). Viera discloses a visual indicator (102, 103) including a marking associated with one of the 
segments. Viera discloses a sleeve (102) encircling the first segment (62) and a sleeve encircling the 
second segment (65), wherein the sleeves are visually distinguishable. The combined length of the 
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first segment, the second segment, and the third segment is between about 7 feet and about 25 feet 
(Col. 3, line 44). The first segment has a length of at least about 6 feet (Col. 3, line 43) and a 
generally circular cross-section having a diameter of between about 0.011 inch to about 0.035 inch 
(Col 3, line 37). In use the third segment is bent while advancing within a patient and provides an 
elastic hinge. 

10. Claims 1 - 3, 5 - 8, 12, 13, 15 and 18 - 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent No. 6,290,656 to Boyle et al. 

In regards to claims 1 - 3, 5 - 8, 12, 13, 15 and 18-20, Boyle et al. discloses a guide wire 
structure (Figure 3) formed of nitinol (Col. 9, line 60) including a first segment (15) of a generally 
constant diameter; a second segment (15) of generally constant diameter; a third segment (31) having 
a bending moment of inertia less than a bending moment of inertia of the first a segment and the 
second segment and a generally constant diameter less than that of the first and second segment 
diameters (Col. 6, lines 14 - 33); a tapered segment (32) of decreasing diameter extending from the 
first segment to the third segment; and a tapered segment (33) of decreasing diameter extending 
from the second segment to the third segment. Boyle et al. discloses at least one of the first, second, 
and third segments having a circular cross-section. Boyle et al. discloses a visual indicator including 
a marking associated with one of the segments (Col 3, lines 43 - 46). The combined length of the 
first segment, the second segment, and the third segment is between about 7 feet and about 25 feet 
(Col. 9, lines 55 -58). The first segment has a length of at least about 6 feet and a generally circular 
cross-section having a diameter of between about 0.011 inch to about 0.035 inch (Col. 10, lines 16 - 
17). In use the third segment is bent (Col. 7, lines 14 - 15) and provides an elastic hinge. 
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Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. Claims 1 - 10, 12 - 15 and 18 - 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Application No. 2002/0087100 to Onuki et al. in view of US Patent No. 5,389,073 
to Imran. 

In regards to claims 1 - 10, 12 - 15 and 18-19, Onuki et al. discloses a guide wire structure 
(Figure 10) formed including a unitary wire (41) having a first segment, a second segment, and a 
third segment disposed intermediate the first and second segments. 



Third segment 




Onuki et al. discloses at least one of the first, second, and third segments having a circular 
cross-section or a non-circular cross-section [0118]. Onuki et al. discloses a visual indicator 
including a marking associated with one of the segments [0109]. Onuki et al. discloses a sleeve (44) 
encircling each of the first and second segments. The combined length of the first segment, the 
second segment, and the third segment is between about 20 feet [01 27] [01 11]. The first segment has 
a length of at least about 6 feet and a generally circular cross-section having a diameter of between 
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about 0.011 inch to about 0.035 inch [0111]. In use the third segment is bent and provides an elastic 
hinge. Onuki et al. fails to disclose the third segment having a bending moment of inertia less than a 
bending moment of inertia of the first or second segment. However, Imran discloses a guide wire 
structure (Figure 6) including first segment (121), a second segment, and a third segment (126) 
disposed intermediate the first and second segments, wherein the third segment having a bending 
moment of inertia less than a bending moment of inertia of the first or second segment (Col. 4, lines 
64 _ 67). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the third segment as disclosed by Onuki et al. to have a bending moment of 
inertia less than a bending moment of inertia of the first or second segment as taught by Imran to 
ensure that the guide wire bends at the desired position (Col. 5, lines 1 - 5). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jonathan ML Foreman whose telephone number is (571)272-4724. The 
examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Max Hindenburg can be reached on (571)272-4726. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

JMLF 




